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EXAMINER'S ANSWER 



This is in response to the appeal brief filed January 24, 2008 appealing from the Office 
action mailed June 22, 2007. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 
GROUNDS OF REJECTION NOT ON REVIEW 

The following grounds of rejection have not been withdrawn by the examiner, but 
they are not under review on appeal because they have not been presented for review 
in the appellant's brief. Claims 51-58, 68 and 70 stand rejected under 35 U.S.C. 112, 
second paragraph as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which appellant regards as the invention. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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Evidence Relied Upon 



3,902,385 



HABY 



9-1975 



5,167,173 



PIETRAS 



12-1992 



5,868,045 



HAUK 



2-1999 



6,814,149 



LESS ET AL 



11-2004 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claims 51-58, 68 and 70 stand rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

With regards to claims 51 , 68, and 70, it is unclear what is being claimed by 
"substantially parallel surfaces". Specification as originally filed does not describe these 
parallel surfaces and the jaws as disclosed are not flat, therefore it is unclear what 
surfaces are being claimed. It appears that the applicant may be attempting to recite the 
linear movement compared to the pivotal movement as disclosed by the prior art 
applied (Haby). Rejection under 112, 1 st paragraph for insufficient disclosure is not 
applied at this time, since it appears that the claim deficiency is of clarity and not of 
enablement. 



Claims 1 , 5, 9, 1 2, 47, 69 and 70 stand rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Haby in view of Pietras (5,167,173). 
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Haby meets all of the limitations of claim 1 , i.e., an 
apparatus for handling a tubular, comprising a first 
gripping member 25 operatively coupled to a second 
gripping member 26 to retain the tubular, the first gripping 
member including a first jaw 54, and the second gripping 
member including a second jaw 55, wherein at least one of the jaws has an actuator (62 
or 63) to move the jaw independent of the gripping member actuatable to apply a force 
to the tubular and an actuator (23 or 24) to move the gripping members, except for 
disclosing an actuator having spindles. Actuators of different kind, e.g., hydraulic, 
pneumatic, and mechanical or combination thereof are known in the art, as evident by 
Pietras for a spindle-actuated kind. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the invention of Haby with a 
spindle actuating means, as taught by Pietras for ease of operation, or for economical 
reasons. 

Claims 6, 8, 10, 11, 13, and 14 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Haby as modified by Pietras as applied to claim 1 above, further in 
view of Liess et al. (6,814,149). 

Haby in view of Pietras as applied to claim 1 above meets 
all of the limitations of the above claims, except for disclosing 
spherical bearing to resist elastic deformation and pendulum bolts. Liess et al. teaches 
the use of drive means via a spherical bearing and also the use of pendulum bolts. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
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was made to further modify the modified invention of Haby and Pietras with the 
spherical bearings and pendulum bolts, as taught by Liess et al. to prevent deformation 
by conforming to the workpiece. 

Claims 51-68, 71 and 72 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hauk (5,868,045) in view of Haby. 

Hauk meets all of the limitations of the 
above claims, i.e., wrenching and back up tongs 
(21, 22) and wrenching member for rotating the 
wrenching tong (Figs. 1 and 2), the tong including 
two clamping members (36, 37) movable towards and away from each other by an 
actuator (50, H) in form of a spindle, jaw 89 attached to the passive member 36, except 
for disclosing an actuator for actuating the jaw. Haby teaches jaws (54, 55) actuated to 
move towards or away from corresponding gripping jaws. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
invention of Hauk with the adjustable jaws, as taught by Haby for fine adjustment in 
enhancing the operation. 

(10) Response to Argument 

Regarding the rejection of claims 1 , 5, 9, 12, 47, 69 and 70 over the combination 
of Haby and Pietras, Appellant argues that the references do not teach all of the 
limitations of claiml , since claim 1 requires two actuators, i.e., an actuator and a second 
actuator that is a spindle. The actuator is configured to move the jaws independently of 
the gripping member and the second actuator is required to cause the first and second 
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gripping members to engage the tubular. This argument is not persuasive since all the 
limitations as indicated by the Appellant are met. The combination of Haby and Pietras 
discloses an actuator 62, 63 configured to mover the jaws 54, 55 independently of the 
gripping members 25, 26 (meeting the narrative language of "in order to apply a force") 
and a second actuator 23, 24 comprising a spindle (as modified by Pietras) configured 
to cause the gripping members 25, 26 to engaging the tubular. Appellant chooses to 
define the jaws as recited in the claims by the gripping arms in Haby and then argues 
that since actuators 62 and 63 move dies (54, 55), and the second actuator 23, 25 
move the gripping assembly, thus Haby fails to meet the limitations of the claims as 
recited. Appellant's reasoning is invalid. There are no limitations in the claims to exclude 
the definition of the elements as described in the final rejection. In fact dies (54, 55) and 
arms (25, 26) in Haby meet the definitions of jaws and gripping members/clamps as 
defined by the instant application. The fact that Haby uses different terminologies to 
define these elements, i.e., dies (instead of jaws) and jaws (instead of gripping 
members) does not exclude the elements to meet the limitations as recited. The 
argument that Pietras fails to remedy the deficiencies is not persuasive, since Pietras is 
only utilized to provide teaching that it is known in the art, i.e., to use actuators that are 
defined as spindles. Replacing the cylinder/piston type actuators closing the 
arms/clamps 25 and 26, for a spindle type, e.g., for economical reasons and/or for ease 
of operation would have been obvious to one of ordinary skill in the art as it would only 
require a simple substitution of one known element for another to obtain predictable 
results. 
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Appellant argues against the rejections of dependent claims 5, 9, 12, 47 and 69 
that they should be allowed because of their dependency. Appellant further argues for 
claim 69 that the combined references fails to disclose gripping members that move 
toward and away from one another while the jaws remain substantially in linear 
alignment (which is met by the pivoting movement of jaws of the combination, i.e., linear 
alignment within a plan view, not considered structurally sufficient to define a sliding 
movement instead of pivoting). However, this feature is not recited in the claim, as the 
after final amendment was not entered. 

Appellant argues against the rejections of dependent claims 6, 8, 10, 13 and 14 
that they should be allowed because of their dependency. 

Regarding the rejection of claims 51-68, 71 and 72 over the combination of Hauk 
and Haby, Appellant argues that the there are no objective reasons to combine the 
references and that neither Haby nor Hauk discloses a jaw attachable to one of the 
clamping member and a second actuator for actuating the jaw independent of the 
clamping member. In response to appellant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
Hauk discloses a passive clamp (hook end 47) and an active clamp (plate 42) (defining 
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clamping arms similar to the instant application, 120, 110, Fig. 3) and a first actuator H 
for actuating the clamp; and jaws (die/blocks 82/81 , 
87/89) mounted to the clamping arms, but fails to 
disclose a second actuator to move the jaws 
independent of the clamping arms. Haby teaches 
clamping arms (26 shown here) and jaws (55, shown 
here), wherein the jaws are actuated independent of 
the arms, to modify the invention of Hauk with the 
independently movable jaws as taught by Haby for 
fine adjustment enhancing the operation by tightly 
gripping the tubular is considered by the Examiner to 

be obvious to one of ordinary skill in the art. The argument that j yK/V* 

neither disclose the second actuator is in error, since as 
indicated above Haby does disclose independently movable 
jaws/blocks to produce a maximum effective torque with 
minimum structure preventing unwanted couple forces against ir J$L SSj 
the joint (Haby 43:60). Modifying the prior art apparatus with a 
movable jaw/die/block as taught by Haby for improved joint 
make-up or break-out tool is not considered by the Examiner as improper hindsight. 
(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
/Hadi Shaken/ 

Primary Examiner, Art Unit 3723 

Conferees: 

/Joseph J. Hail, III/ 
Supervisory Patent Examiner, Art Unit 3723 

/Boyer D. Ashley/ 

Supervisory Patent Examiner, Art Unit 3724 



